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REMARKS 

Claims 1 and 3 have been amended in response to the rejection under 35 U.S.C. § 1 12, 
paragraph 2. An antecedent basis has been provided for the "signal generated by said second signal 
generating moiety" by inserting the referent in subparagraph b) The redundancy noted by the Office 
at lines 12-13 has been removed. In claim 3, "wavelength" has been replaced by "signal." Clearly 
no new matter has been added and entry of the amendment is respectfully requested. 

It is believed that the outstanding rejections under 35 U.S.C. § 1 12, paragraph 2, are 
overcome by this amendment. Applicants appreciate the withdrawal of the rejections previously 
made under this section of the statute. 

The remaining outstanding rejection is made under 35 U.S.C. § 102 based on the disclosure 
ofNie, etal (US2003/0 148544). 

Applicants appreciate the clear response to their previous argument set forth on page 6 of the 
Office action. On reviewing the Response to the previous rejection, applicants realize that the 
Remarks section emphasized the language in subparagraph b) which limited the nature of the 
second signal generating moiety and was directed to the embodiment set forth in figures 7A and 7B 
of Nie, where the second signal generating moiety contained both a fluorophore and a quencher. 
Applicants did not emphasize the additional amendment to the claim, which was, in fact, discussed 
at an interview prior to the Response, which also distinguishes the embodiments set forth in 
paragraph 0022. That amendment required that each label consist essentially of the components set 
forth in claim 1. Therefore, no additional components that change the character of the label can be 
permitted. 
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This amendment distinguishes the embodiment in figure 5 where the second signal 
generating moiety corresponding to that of the present invention is contained not on the label itself, 
but rather on the target. Therefore, the embodiments shown in figure 5 and described in 
paragraph 0022 contain an element that completely changes the character of each label - i.e., it is no 
longer able to bind to target because the target is already bound to it. This possibility is excluded by 
the closed phrase "consisting essentially of." 

Therefore, applicants believe the claims as amended clearly distinguish the embodiment of 
Nie pointed out in the present rejection. 

For the reasons set forth above, the rejection of claims 1-4 and 7 as anticipated by Nie may 
be withdrawn, as may the rejection of claims 5-6 under 35 U.S.C. § 103 as obvious over Nie in view 
of Kauvar. Since Nie does not teach an essential element of the invention, its combination with 
Kauvar (which also does not teach this essential element) cannot render the invention of claims 5-6 
obvious. 

Conclusion 

The proposed amendments to claims 1 and 3 are for clarification and responsive to the 
rejection under 35 U.S.C. § 1 12, paragraph 2. The allegedly anticipatory disclosure of Nie is not 
included in the subject matter of the claims because of the closed language in line 2 that each label 
"consists essentially of the elements set forth in the claim. These elements do not include the 
presence of a target that binds to the reagent included in the label. Accordingly, it is believed 
claims 1-7 are free of the art and in a position for allowance. 
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Should additional amendments to the claims for clarification be considered desirable, a 
telephone call to the undersigned is respectfully requested. 

In the unlikely event that the transmittal letter is separated from this document and the Patent 
Office determines that an extension and/or other relief is required, applicants petition for any 
required relief including extensions of time and authorize the Commissioner to charge the cost of 
such petitions and/or other fees due in connection with the filing of this document to Deposit 
Account No. 03-1952 referencing docket No. 388512010900 . 

Respectfully submitted, 



Dated: June 19, 2006 




Registration No. 29,959 
MORRISON & FOERSTER LLP 
12531 High Bluff Drive 
Suite 100 

San Diego, California 92130-2040 
Telephone: (858) 720-5112 
Facsimile: (858)720-5125 
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